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DETAILED ACTION 
Allowable Subject Matter 

1 . The indicated allowability of claims 1-35 is withdrawn in view of the reference(s) 
to Mackiewicz et al. (US 2005/0060025 A1 ). Rejections based on this reference(s) 
follow. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-12, 16-19, 21-31, and 35 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Mackiewicz et al. (US 2005/0060025 A1). 

Mackiewicz discloses a precursor (34) for an implantable medical device (i.e. 
stent) having at least a portion of the precursor (34) made of a shape memory material 
(i.e. nitinol), the shape memory material having a receptacle (38) for receiving a marker 
(36) therein, the shape memory material having an austenitic and a martensitic phase. 
The receptacle (38) is enlarged while the shape memory material is in the martensitic 
phase, and a marker (36) is inserted in the receptacle (38) while the shape memory 
material is in the martensitic phase, and thereafter the precursor is transformed to the 
austenitic phase. The precursor is a medical device one example being a stent 
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precursor which encompasses a stent-graft precursor. The precursor having a plurality 
of receptacles (38) for receiving a plurality of markers (36). Mackiewicz discloses heat 
being applied to the plurality of receptacles (38) prior to transforming the precursor to 
the austenitic phase. The precursor is post-processed to form an implantable device 
suitable (i.e. stent or stent-graft) for implantation in the body, wherein the post- 
processing includes the step of polishing the precursor. The stent has a first end and a 
second end, the receptacle (38) being positioned at the first end of the stent. The 
marker (36) is radiopaque. See paragraphs [0021]-[0054], and figures 1-7 for further clarification. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 13-15, 20, and 32-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mackiewicz et al. (US 2005/0060025 A1). 

Mackiewicz discloses all of the claimed subject matter except for the following: 
the receptacle being positioned between the first end of the stent and the second end of 
the stent; the implantable medical device being formed prior to the receptacle being 
enlarged; the implantable medical device and the receptacle being made from different 
materials; or the shape memory material being polymeric. 

At the time the invention was made, it would have been an obvious matter 
of design choice to a person of ordinary skill in the art to position the receptacle 
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being between the first end of the stent and the second end of the stent, to form 
the implantable medical device prior to the receptacle being enlarged, to make 
the implantable medical device and the receptacle from different materials, to 
make the shape memory material polymeric because Applicant has not disclosed 
that the receptacle being positioned between the first end of the stent and the 
second end of the stent; the implantable medical device being formed prior to the 
receptacle being enlarged; the implantable medical device and the receptacle 
being made from different materials; or the shape memory material being 
polymeric provides an advantage, is used for a particular purpose, or solves a 
stated problem. One of ordinary skill in the art, furthermore, would have 
expected Applicant's invention to perform equally well with that which is taught by 
Mackiewicz because the makers are effectively held within the receptacles of the 
implantable device and the implantable device is locatable when deployed. 

Therefore, it would have been an obvious matter of design choice to 
modify Mackiewicz to obtain the invention as specified in claim 13-15, 20, and 
32-34. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermie Cozart whose telephone number is 571-272- 
4528. The examiner can normally be reached on Monday-Thursday, 7:30 am - 6:00 
pm. 
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7. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marc Jimenez can be reached on 571-272-4530. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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